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DETAILED ACTION 
Status of the application 

1 . Receipt of Applicant's Remarks and Arguments filed on 1 5 March 20 is 
acknowledged. 

2. In view of applicants' amendments to the claims the previous claim objection has 
been with drawn. 

3. However, the arguments for the 1 03(a) rejection are not found persuasive and as 
such, the previous rejection has been maintained for the reasons of record made on 
made on 15 Dec 2010. 

Response to Arguments 

4. Applicant's arguments filed on 15 March 201 1 have been fully considered but 
they are not persuasive. 

Applicants argue that to establish a prima facie case of obviousness of a claimed 
invention, all of the claim limitations must be disclosed by the cited references. 
Minakata '010, Nanpo 719, and Levinson et al '933 fail to disclose all of the claim 
limitations of independent claim 1 and 10, and those claims dependent thereon. 
Accordingly, the combination of references does not render the present invention 
obvious . 

Minakata does read applicants compound and Minakata further teaches their 
compound use in the organic semiconductors. Nanpo and Levinson further 
established halogen and alkyl/alkoxy substitutions on polyacene rings. 



Application/Control Number: 10/590,727 Page 3 

Art Unit: 1621 

The prior art also further established the fact that the properties of polyacene can 
be altered by introducing a functional group on the ring. For example, by the ring has a 
substitution of photosensitive group, then polyacene becomes a photosensitive, which is 
useful in light patterning material [see col. 3, lines 28-65 of Minakata et al]. 

In chemistry point of view, a methyl group is electron donating properties, 
whereas F or CI have electron attracting properties on a polyacene ring. Alkyl groups 
on the polyacene ring are prone to oxidation, and the oxidized polyacene is no longer 
organic semiconductor. Also the solubility properties can also be controlled by limiting 
the alkyl groups and F/CI atoms on the ring. Therefore, the semiconductor properties 
can be controlled by restricting the alkyl and F/CI atoms on the polyacene ring, and 
these are considered as result effective variables . 

It appears, from the teachings of above cited prior art, that all the claimed 
elements were known in the prior art and one skilled person in the art could have 
combined the elements as claimed by known methods with no change in their 
respective functions, and the combination would have yielded predictable results to 
have yielded predictable results to one of ordinary skill in the art at the time of the 
invention. In case of instant claims, applicants introduced two halogens on the same 
ring of alkyl-substituted polyacene. First, the above cited prior art reads applicants 
claims. Second, the prior art also further established the properties can be altered by 
modifying the substitutions, so that to make the desired organic semiconductor. 

Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time of invention was made, to arrive at applicants' polyacene compound(s) with 
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various combination of functional groups by using the teachings of above cited prior art, 
with a reasonable expectation of success. One would be motivated to make these 
compounds because of their commercial importance in the semiconductor thin film 
industry, given the fact that all claimed elements and their properties are well 
established in the art. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 



7. Claims 1 , 2, 5, 6, 9-1 1 , 1 4, 1 5, 1 8-21 , 34 and 35 are rejected under 35 
U.S.C. 1 03(a) as being unpatentable over Minakata (US 7,061 ,010 B2), Nanpo (JP 
2004158719 A) and Levinson et al (WO 2000/056933 A1). 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 



policy as set forth in 37 CFR 1.136 (a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no even, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

9. No claim is allowed. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sudhakar Katakam whose telephone number is 571 - 
272-9929. The examiner can normally be reached on M-F 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Sullivan can be reached on 571-272-0779. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 



/Sudhakar Katakam/ 

Primary Examiner, Art Unit 1621 



